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1. Claims 1-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

A. The instant claims recite a "nonvolatile non-reactive property enhancing water-soluble 
compound". It is unclear what is intended by "non-reactive". All of the claimed examples of 
these compounds are clearly reactive and the instant claims 9-12 and 19-21 (of which 
decomposition is a reaction) clearly require the reaction of these so-called "non-reactive" 
compounds. It is therefore unclear what is meant by either or both of "non-reactant" and the 
various forms of "reacts" and "decomposition" which are used in these claims. It is unclear how 
a non-reactive component can react or decompose. 

B. It is unclear what is meant by claim 6. Specifically, it is unclear if the "polyurethane 
particles" are polyurethanes made from aromatic polyisocyanates or if they are particles of an 
aromatic polyisocyanate per se, as the claim language literally states. Given the appUcant's 
ability to be their own lexicographer, it is not clear that "polyurethane" of the preamble must be 
interpreted to require urethane groups to be present in the claimed "aromatic polyisocyanate", 

C. The instant claims 10, 1 1, and 12 recite "aforementioned". It is unclear what is meant by 
aforementioned. It is unclear if "aforementioned means all of the things recited prior to 
"aforementioned" or only the thing recited immediately before "aforementioned" or something 
else. 

D. The instant claims 20-21 recite 'miPEW". It is unclear what is meant by '*NNPEW" and 
the claims do not have antecedent basis for "NNPEW". 
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2. Claims 1-21 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the disclosed "nonvolatile non-reactive property 
enhancing water-soluble compounds", does not reasonably provide enablement for all of the 
"nonvolatile non-reactive property enhancing water-soluble compounds" encompassed by the 
instant claims. The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention 
commensurate in scope with these claims. 

A. The ordinary skilled artisan could not determine all of the "nonvolatile non-reactive 
property enhancing water-soluble compounds", their decomposition products, and reaction 
products which are intended to be within the scope of the instant claims and which are not 
specifically disclosed in the instant specification without undue experimentation particularly 
considering the lack of guidance in the instant specification as to how to choose those 
"nonvolatile non-reactive property enhancing water-soluble compounds", decomposition 
products, and reaction products which are not specifically mentioned in the instant specification, 
the unpredictability of the chemical arts, the fact that there appears to be an infinite number of 
such potential compounds, and the complication and aggravation of these factors by the 
indefiniteness of the term as stated in the paragraph above. It would require essentially an 
infinite amoimt of experimentation to determine all of the compounds which fall within the scope 
of the instant claims and which function according to the instantly claimed invention. This is an 
undue amount of experimentation in that it would be impossible to accomplish. 

B. The instantly claimed "nonvolatile non-reactive property enhancing water-soluble 
compounds" are not commensurate in scope with the instant enabling specification. The instant 
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specification requires that these compounds not react with the polyurethane, not, as the claims 
require, that they be altogether "non-reactive". See page 10, first paragraph of the instant 
specification. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 9-12 and 15-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US Pat. No. 3920598 Reiff et al.. 

Reiff et al. discloses the instantly claimed polyurethane where water is the "decomposition 
product" which is not required by the claims to retain the recited properties of its precursor mid is 
not expected to retain the properties of the precursor given its change in the decomposition 
reaction. Note that all of the claimed compounds will give water in pyrolysis in oxygen where 
they contain H atoms in the molecules. Since the polyurethane has the decomposition product of 
the instant claims in it, it must inherently have the properties of the instant claims 15-18. The 
PTO has no facilities to test products and the patentee is silent regarding these properties. The 
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burden is on the patentee therefore to show that these properties are not necessarily inherent to 
the disclosure of the patentee. Residual water is expected to act as a plasticizer in the final film 
of the patentee which is expected to contribute to all or most of the properties required by claims 
15-18. See the entire patent. 

6. Claims 1, 2, 7-13, and 15-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Pat. Application Pub. US 2003/0012959 Al Doty et al.. 

Doty et al. discloses the instantly claimed invention at the abstract ; sections [0009]-[001 1]; 
[0022] where the aminoplasts made from urea or guanidine fall within the scope of the instantly 
claimed "nonvolatile non-reactive property enhancing water-soluble compound" of claim 2 
component a. It crosslinks the polymer and thus increases its molecular weight which increases 
its modulus and therefore increases or improves all properties related thereto. The property of 
the instant claim 8 must be inherent to the disclosure of Doty since they perform the same 
method thought the reference is silent regarding this property. The PTO has no facilities to test 
products and the patentee is silent regarding these properties. The burden is on the patentee 
therefore to show that this property is not necessarily inherent to the method of Doty. 
Since the polyurethane has the decomposition product of the instant claims in it, it must 
inherently have the properties of the instant claims 15-18. The PTO has no facilities to test 
products and the patentee is silent regarding these properties. The burden is on the patentee 
therefore to show that this property is not necessarily inherent to the method of Doty. Forming 
the coating of Doty and baking it (section [0029]) is the method of the instant claim 19. The 
polyurethane modifies the rheological properties of the dispersion and therefore claim 20 is met. 
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The crosslinkers are also expected to react with functional groups on the other additives 
disclosed throughout Doty. See the entire document, particularly the examples. 

7. Claims 1, 2, 7-13, and 15-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Pat. Application Pub. US 2003/0012959 Al Doty et al.. 

Doty et al. discloses the instantly claimed invention at the abstract ; sections [0009]-[001 1]; 
[0022] where the aminoplasts made from urea or guanidine fall within the scope of the instantly 
claimed "nonvolatile non-reactive property enhancing water-soluble compound" of claim 2 
component a. It crosslinks the polymer and thus increases its molecular weight which increases 
its modulus and therefore increases or improves all properties related thereto. The property of 
the instant claim 8 must be inherent to the disclosure of Doty since they perform the same 
method thought the reference is silent regarding this property. The PTO has no facilities to test 
products and the patentee is silent regarding these properties. The burden is on the patentee 
therefore to show that this property is not necessarily inherent to the method of Doty. 
Since the polyurethane has the decomposition product of the instant claims in it, it must 
inherently have the properties of the instant claims 15-18. The PTO has no facilities to test 
products and the patentee is silent regarding these properties. The burden is on the patentee 
therefore to show that this property is not necessarily inherent to the method of Doty. Forming 
the coating of Doty and baking it (section [0029]) is the method of the instant claim 19. The 
polyurethane modifies the rheological properties of the dispersion and therefore claim 20 is met. 
The crosslinkers are also expected to react with functional groups on the other additives 
disclosed throughout Doty. See the entire document, particularly the examples. 
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It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the above discussed combinations of ingredients in the compositions and 
methods of Doty because they are disclosed by Doty and would have been expected to give the 
properties of the compositions of Doty. 

8. Claims 1-21 are rejected under 35 U.S.C. 102(a) as being anticipated by US Pat. 
AppHcation Pub. 2003/0195293 Lubnin et al.. 

Lubnin discloses an aqueous polyurethane dispersion which does not need to be ionizable and 
contains urea, sugars, and other compounds which appear to fall within the scope of the instantly 
claimed "nonvolatile non-reactive property enhancing water-soluble compound" of claims 1, 2, 
3, 4, 7, 9, 10, 1 1, 12, 13, and 14 at section [0095]. See the abstract and sections [009] through 
[0141], particularly sections [0020], [0063],[0070], [0073] which appear to be able to react with 
many of the compounds which fall within the scope of the instantly claimed "nonvolatile non- 
reactive property enhancing water-soluble compound", [0080], [0092], [0095], [0101], [0102], 
and [0085]. The mechanical energy of section [0085} will necessarily raise the temperature of 
the mixtures, i.e. heat it according to the instant claim 19. The reactive plasticizers appear to be 
able to react with many of the additives of Lubnin falling within the scope of the instantly 
claimed "nonvolatile non-reactive property enhancing water-soluble compound" under these 
conditions. Since the polyurethane has the instantly claimed "nonvolatile non-reactive property 
enhancing water-soluble compound" of the instant claims in it, it must inherently have the 
properties of the instant claims 8 and 15-18. The PTO has no facilities to test products and the 
patentee is silent regarding these properties. The burden is on the patentee therefore to show that 
these properties are not necessarily inherent to the disclosure of Lubnin. 
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9. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Pat. 
Application Pub. 2003/0195293 Lubnin et al.. 

Lubnin discloses an aqueous polyurethane dispersion which does not need to be ionizable and 
contains urea, sugars, and other compounds which appear to fall within the scope of the instantly 
claimed "nonvolatile non-reactive property enhancing water-soluble compound" of claims 1, 2, 
3, 4, 7, 9, 10, 11, 12, 13, and 14 at section [0095]. See the abstract and sections [009] through 
[0141], particularly sections [0020], [0063],[0070], [0073] which appear to be able to react with 
many of the compoxmds which fall within the scope of the instantly claimed "nonvolatile non- 
reactive property enhancing water-soluble compound", [0080], [0092], [0095], [0101], [0102], 
and [0085]. The mechanical energy of section [0085} will necessarily raise the temperature of 
the mixtures, i.e. heat it according to the instant claim 19. The reactive plasticizers appear to be 
able to react with many of the additives of Lubnin falling within the scope of the instantly 
claimed "nonvolatile non-reactive property enhancing water-soluble compound" under these 
conditions. Since the polyurethane has the instantly claimed "nonvolatile non-reactive property 
enhancing water-soluble compound" of the instant claims in it, it must inherently have the 
properties of the instant claims 8 and 15-18. The PTO has no facilities to test products and the 
patentee is silent regarding these properties. The burden is on the patentee therefore to show that 
these properties are not necessarily inherent to the disclosure of Lubnin. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the above discussed combinations of ingredients in the compositions and 
methods of Lubnin because they are disclosed by Lubnin and would have been expected to give 
the properties of the compositions of Lubnin. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone nxmiber is 571-272-1 121. The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are imsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 119. The fax phone number for the 
organization where this appUcation or proceeding is assigned is 571-273-8300. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Patriak D. Niland 
Primary Examiner 
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